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1 . This Office action is in response to applicants' amendment received December 01, 2003, 
which amends the abstract, the specification, and claims 1, 4 and 8-10. 

Claims 1-14 are pending. 

2. The claims remain subject to an election of species. 

Claims 1, 5-10, 13 and 14 continue to read on the elected species although the ultimate 
species that was used as the starting point for search and examination purposes is not within the 
scope of the pending claims. 

Claims 2-4, 1 1 and 12 stand withdrawn from further consideration pursuant to 37 CFR 
1. 142(b) as being drawn to nonelected species, there being no allowable generic or linking claim. 
The prior provisional election was affirmed without traverse in applicants' amendment received 
December 01, 2003. (While some prior art is applied in the present action to non-elected 
species, this action should not be taken as an examination on the merits of all species 
encompassed by the claims.) 

3. The objection to the disclosure is overcome by applicants' amendment. 

The rejection of claims 1, 5-10, 13 and 14 under 35 U.S.C. 112, 2 nd paragraph, as set 
forth in the Office action mailed May 27, 2003 is overcome by applicants' amendment. New 
issues raised by applicants' amendment are set forth in this Office action. 

The rejection of claims 1 and 5-7 under 35 U.S.C. 102(b) as being anticipated by Maestri 
et al. in Advances in Photochemistry, Vol. 17, pp. 1-68, is overcome by applicants' amendment. 
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The Maestri reference is not applicable to the present independent claims under 35 U.S.C. 102 or 
103. 

The rejection of claims 1, 5-10, 13 and 14 under 35 U.S.C. 102(e) as anticipated by 
Grushin et al. (US 2002/0121638 Al) is overcome by applicants' amendment. This published 
application of Grushin et al. is not applicable to the present independent claims under 35 U.S.C. 
102 or 103. 

4. The rejection of claims 1, 5-10, 13 and 14 under 35 U.S.C. 102(e) as anticipated by 
Igarashi et al. (US 2001/0019782 Al) is not overcome by applicants' amendment. The rejection 
is restated in this Office action to reflect the amendments made to claims 1 and 10. 

The previously applied published application of Thompson et al. (US 2002/0034656 Al) 
is also applicable to the amended claims for the reasons set forth in this Office action. 

5. Claims 1, 5-10, 13 and 14 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventors, at the time the application was filed, had possession of the claimed 
invention. 

Claims 1 and 10 initially provide two definitions for CyNl-CyN4. Neither definition is 
supported for CyN4 which, as taught in the application as originally filed, denotes a cyclic group 
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containing 8-quinoline or its derivative having a nitrogen atom connected to M (e.g. see page 10 
of the specification and original claims 1 and 10). 

The second definition for CyNl-CyN4 (set forth beginning in the fourth line after 
formulae (2)-(5) in claims 1 and 10) is not supported by the application as originally filed 
because the Markush group encompasses cyclic groups that do not contain a nitrogen atom 
connected to M, which is a requirement for CyNl-CyN3. 

The formula for Tnl as set forth in claims 1 and 10 differs from the formula for Tnl as 
set forth in the original disclosure. The two variables are each shown as Ri whereas the original 
disclosure showed the variables as Ri and R2. 

The formula for Tn3 as set forth in claims 1 and 10 differs from the formula for Tn3 as 
set forth in the original disclosure. The formula for Tn3 in present claims 1 and 10 does not 
show the positions at which this portion of the ligand will bond to M and to the remainder of the 
ligand. 

The formula for Np as set forth in claims 1 and 10 differs from the formula for Np as set 
forth in the original disclosure. The formula for Np in present claims 1 and 10 includes a 
nitrogen not shown in the originally disclosed formula for Np. 

Condition I) as set forth in claims 1 and 10 is confusing and it is not clear that the original 
disclosure provides complete support for condition I). 

The original disclosure provides insufficient support for Ri=CF3 as set forth for condition 
O) in claims 1 and 10. 
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6. Claims 1, 5-10, 13 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 10 set forth two different definitions for CyNl-CyN4. 

The second definition of CyNl-CyN4 is confusing because the Markush group 
encompasses possibilities that do not provide a cyclic group containing a nitrogen atom 
connected to M. Based on the original disclosure, the second definition of CyNl-CyN4 should 
instead define CyC 1 -CyC3 . 

The first and second definitions are confusing because both set forth "Pz" as a member of 
the Markush group and there are two different formula labeled "Pz" (the thirteenth and 
nineteenth formula following the second definition). The examiner suggests that, at least in the 
claims, the two "Pz" formulae be distinguished from each other such as by labeling one as "Pzl" 
and the other as "Pz2". 

Conditions B), J), K), L) and P) as set forth in claims 1 and 10 are confusing because L' 
as defined for these conditions does not meet the limitations of L' as defined with respect to 
formula (1). As defined with respect to formula (1), L' is required to provide the partial structure 
ML'n represented by formula (4) or formula (5). 

In Condition D) as set forth in claims 1 and 10, "Tn3" is recited twice in the definition of 

CyC3. 



Application/Control Number: 09/995,608 
Art Unit: 1774 



Page 6 



In Condition G) as set forth in claims 1 and 10, CyC3 is first defined as representing Pr 
and then defined as representing Tnl . . .Ph. No definition is provided for CyN3 in condition G). 
It appears that the first definition of CyC3 should instead define CyN3. 

Condition I) as set forth in claims 1 and 10 is not clear. The limitations imposed by the 
phrase "when CyN3=Py2 and Ri-R,=H, CyC3=Qx, Qzl, or Qz2" are not clear. It is uncertain if 
this language means that CyC3 is not limited to Qx, Qzl or Qz2 if R1-R4 do not all represent H 
and/or if CyN3 does not represent Py2. The limitations imposed by the phrase "when CyC3=Ph 
or Tn3, two of Ri, R2 and R4 are H and the remaining one thereof is CH 3 ; and R 3 =H" are not 
clear because condition I) does not previously allow CyC3 to represent Ph or Tn3. It is not clear 
what CyN3 represents when CyC3 represents Ph or Tn3 according to condition I). 

Conditions O) and P) appear to be contradictory because the use of the term "when" in 
condition O) appears to limit CyN2, CyN3, CyC2 and CyC3 to the possibilities recited in 
condition O) anytime M=Pt, m=l, n=l. Condition P) requires M=Pt, m-1 and n=l but does not 
require CyN2, CyN3, CyC2 and CyC3 to be limited to possibilities recited in condition 0). 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 
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8. Claims 1, 5-10, 13 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Igarashi et al. (US 2001/0019782 Al). 

Igarashi et al. disclose iridium metal coordination compounds for use as light emitting 
compounds in organic electroluminescent devices. 

The compound represented by formula (1-15) in Igarashi' s published application is a 
compound represented by present formula (1) that meets conditions C) and E) as set forth in 
present claims 1 and 10. Igarashi's compound of formula (1-15) meets present condition C) in 
which MLm is represented by formula (3), ML'n is represented by formula (4), m is 2, n is 1, M 
is Ir, CyN2 is Pr, CyC2 is Ph, R1-R4 of L are H, CyN3 is Pr, CyC3 is Tnl and R1-R4 of L' are H. 
Igarashi's compound of formula (1-15) meets present condition E) in which MLm is represented 
by formula (3), ML'n is represented by formula (4), M is Ir, m is 1, n is 2, CyN2 is Pr, CyC2 is 
Tnl, R1-R4 of L are H, CyN3 is Pr, CyC3 is Ph and RrR* of L' are H. 

The limitations of claims 5-9 are expected to be inherently met by Igarashi's compound 
of formula (1-15), which has the same ligands as the compound of formula 41 shown on page 24 
of the specification. 

The present application claims priority of three Japanese applications, one of which was 
filed prior to the U.S. filing date of Igarashi's application. Applicant cannot rely upon the 
foreign priority papers to overcome this rejection because a translation of said papers has not 
been made of record in accordance with 37 CFR 1.55. See MPEP § 201.15. 
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9. Claims 1, 5-10, 13 and 14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Thompson et al. (US 2002/0034656 Al). 

This rejection is made subject to clarification of the apparently contradictory limitations 

set forth in claims 1 and 10. 

Thompson et al. disclose iridium metal coordination compounds for use as light emitting 
compounds in organic electroluminescent devices. 

The device as claimed in claim 73 of Thompson's published application requires a 
compound of the formula L 2 MX wherein M is iridium, L and X are inequivalent bidentate 
ligands, L is selected from a Markush group consisting of ten ligands (noting that thienylpyridine 
is recited twice) and M is selected from a Markush group consisting of five ligands. The 
Markush groups thus provide for 50 iridium compounds. Of those 50 compounds, three meet 
condition J) as set forth in present claims 1 and 10. The three that meet condition J) are those in 
which L is phenylpyridine, thienylpyridine or benzothienylpyridine, and X is 8- 
hydroxyquinolinate. These three correspond to compounds meeting condition J) in which MLm 
is represented by formula (3), M is lr, m is 2, n is 1 , CyN2 is Pr, CyC2 is Ph, Tnl or Tn3, R1-R4 
of L are H, and ML'n is represented by formula (1 1). It is the examiner's position that one of 
ordinary skill in the art at the time of the invention could at once envisage each of the 
compounds within the scope of compounds of formula L 2 MX as defined by Thompson's claim 
73 and thus could at once envisage compounds within the scope of the present claims. 

The limitations of claims 5-9 are expected to be inherently met by Thompson's 
compounds that meet the limitations of present condition J). For example, Thompson's iridium 
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complex of formula L 2 MX in which L is phenylpyridine and X is 8-hydroxyquinolinate is the 
compound of formula 42 shown on page 24 of the specification and is therefore expected to have 
the same properties as the compound of formula 42. 

Thompson's published application claims priority of several prior U.S. patent 
applications. The subject matter of claim 73 of the published application is part of the original 
disclosure in prior application 09/452,346, filed December 01, 1999. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 1, 5-10, 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Igarashi et al. (US 2001/0019782 Al) as applied above to claims 1, 5-10, 13 and 14 under 35 
U.S.C. 102(e), and for the further reasons set forth below. 

Igarashi 's compound of formula (1-15) is a compound having two phenylpyridine ligands 
and one thienylpyridine ligand. As noted above, Conditions C) and E) as set forth in present 
claims 1 and 10 encompass this compound. 

Conditions C), D) and E) as set forth in claims 1 and 10 also encompass an iridium 
compound having one phenylpyridine ligand and two thienylpyridine ligands. Such a compound 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
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invention having knowledge of Igarashi's disclosure. One of ordinary skill in the art would have 
been motivated to make iridium compounds similar to the specific iridium compounds disclosed 
by Igarashi et al. with the expectation that compounds similar in structure would be suitable for 
Igarashi's purposes. One of ordinary skill in the art at the time of the invention, considering 
Igarashi's teachings as a whole, would have reasonably expected that an iridium compound 
having the same ligands as Igarashi's compound of formula (1-15) but in a different ratio would 
provide a hght emitting compound suitable for use in an organic electroluminescent device. 

12. Applicants' amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicants are reminded of the extension of time policy as set forth in 37 CFR 1 . 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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1 3 Any inquiry concerning this communication should be directed to Marie R. Yamnitzky at 
telephone number (57 1) 272-1 53 1 . The examiner works a flexible schedule but can generally be 
reached at this number from 6:30 a.m. to 4:00 p.m. Monday, Tuesday, Thursday and Friday, and 
every other Wednesday from 6:30 a.m. to 3:00 p.m. 

The current fax number for Art Unit 1774 is (703) 872-9306 for all official faxes. 
(Unofficial faxes to be sent directly to examiner Yamnitzky can be sent to (571) 273-1531.) 



MRY 

February 19, 2004 




MARIE YAMNITZKY 
PRIMARY EXAMINER 
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